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Claims 1-3 and 5-6 remain in this application. Claims 4, 7, and 8 are cancelled, 
without prejudice. 

Amendments: Lack of New Matter 

Applicant submits that the forgoing claim amendments do not introduce new 
matter into the present application. The features recited in the forgoing amendments are 
found in the present specification as follows. 

Amendments to claim 1 and claim 5: 

• Uncurable polyester resin that is a reaction product of polyol and polycarboxylic 

acid (p. 4, lines 9-11) 

• hydrocarbons with two or more hydroxyl groups (p. 4, lines 12-13) 

• polycarboxylic acid that is aliphatic, cyclic aliphatic, or aromatic (p. 5, lines 5-6) 

• polymerizable compounds: 

o alkyl esters of (meth)acrylic acid, hydroxyl containing esters of 

(meth)acrylic acid, ring containing esters of (meth)acrylic acid, esters of 
(meth)acrylic acid containing ethylene oxide (p, 8, lines 14-22) 

o esters of (meth)acrylic acid with polyols (p. 8,lines 23-24) 

o adducts of acrylic compounds with epoxy compounds and adducts of 
acrylic compounds with phosphate compounds (p. 9, lines 10-1 1) 

o acrylic oligomers (p. 9, lines 30-31) 

o ethylenically unsaturated compounds other than (meth)acrylate 
compounds (p. 9, lines 22-23) 

• capable of being applied onto a substrate by one or more of roll coating, rod 
coating, gravure, or Meyer bar (p. 11, lines 19-10) 
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Amendment to claim 5: 

• uniform solution (p. 1 1, lines 6-10) 

Res ponse to rei^tinn nf claims 5-8 over US'680 in view of US'690 

In the above-identified Office Action the Examiner rejected claims 5-8 under 35 
USC §l03(a) as being obvious over USP 5,601,680 ("US'680") in view of USPub 
20010025690 ("US'690"). The Examiner stated, "Applicants must further clarify the 
'prepolymer' with regards to the uncured and cured portions of the prepolymer. It is 
unclear whether the prepolymer resin contains particles or impurities and to what extent." 
The Examiner also stated that US'680 anticipates the present claims except for the use of 
radiation treatment. 

Applicants respectfully submit that currently amended claim 5 is not obvious over 
US'680 in view of US'690. 

Regarding the Examiner's statement about "particles or impurities": Applicants 
submit that currently amended claim 5 is clear. Currently amended claim 5 recites that 
the prepolymer composition is a "uniform solution." Thus, the prepolymer composition 
recited in currently amended claim 5 does not contain sheets, fibers, fillers, or other 
discrete solid shapes. The uncurable polyester resin that is a component of the recited 
prepolymer composition is dissolved in the prepolymer composition. 

Applicants note that one example of such a solution is described in Example 5 of 
the present specification: "40 parts of the polyester resin P2 was dissolved in 59.5 parts 
of Ebecryl™ CL 1039" (p. 15, lines 29-30). P2 is an uncurable polyester resin described 
in Example 4 of the present specification, and Ebecryl™ CL 1039 is a polymerizable 
compound. 

Consequently, Applicants submit that currently amended claim 5 is clear. The 
prepolymer composition is recited to be a uniform solution, and Applicants submit that 
this recitation clearly defines the nature of the prepolymer composition. 

Regaiding the Examiner's statement that US'680 anticipates the present invention 
except for the use of radiation treatment: Currently amended claim 5 recites the use of a 
prepolymer composition that is a uniform solution and that comprises at least one 
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uncurable polyester resin and at least one polymerizable compound. Applicants submit 
that US'680 does not teach or suggest such a uniform solution. 

US'680 discloses a "polyester polymeric backing material applied during a 
molding process to an acrylic shell" (col. 1, lines 20-21). Applicants submit that, other 
than the backing material, US'680 does not teach or suggest any composition that could 
in any way qualify as the prepolymer composition recited in currently amended claim 5. 
Further, Applicants submit that the backing material of US'680 is different from the 
prepolymer composition of currently amended claim 5, as set forth in detail herein below. 

US'680 further defines the "backing layer" at col. 2, lines 51-65, wherein US'680 
refers to the layer thus: 

• "crosslinked thermosetting polymeric backing layer" (lines 52-53) 

• "crosslinked thermosetting polymeric layer" (lines 53-54), and 

• "crosslinked thermosetting backing" (line 58). 

US'680 discloses a preference for thermosetting backing that contains "unsaturated 
polyester resin" (col. 2, lines 59-60). Applicants note that unsaturated polyester resins 
contain double bonds that are capable of reacting with each other in a thermosetting 
reaction. 

Also, US'680 describes several embodiments from col. 2, line 66 to col. 4, line 37; 
in each embodiment, US'680 describes the backing material with the phrase 
"thermosetting polymeric." 

Applicants submit that, because US'680 defines the backing layer as 
"thermosetting polymeric," a person of ordinary skill in the art would understand that 
US'680 is teaching backing layers that are made with the use of thermosetting polymers. 
This understanding would be reinforced by the teaching by US'680 that unsaturated 
polyester resins may be used in the backing layer. That is, Applicants submit that US'680 
teaches the use of thermosetting polymers in the backing layer. 

Further, Applicants note that thermosetting resins and uncurable resins are distinct 
categories of materials. A resin capable of thermosetting reaction is, by definition, 
curable; similarly, an uncurable resin cannot be a thermosetting resin. 



page 7 of 9 

PAGE 8/17*RCVD AT 512912006 9:22:12 AM pastern Daylight Time]* SVR:USPTO-ff XRF-5/3 * DNIS:2738300 ' CSID: 1 21561 91612 * DURATION (mm-ss):0M8 



JUN-29-200S 09: 32 



ROHM & HPWS RESEARCH ENG. 



12156191612 P. 



Appl- No. 10/686,305 Docket No. A01456 

Amdt. dated June 29, 2006 

Reply to Office Action of April 3, 2006 

Therefore, because the teachings of US'680 are limited to thermosetting resin in 
the backing layer. Applicants submit that US'680 does not teach or suggest the use of 
uncurable resins of any kind in the backing layer, and in particular that US'680 does not 
teach or suggest the use of uncurable polyester resins in the backing layer. 

In sum, Applicants submit that US'680 does not teach or suggest the compositions 
recited in currently amended claim 5. Further, Applicants submit that US'690 also does 
not teach or suggest the use of uncurable polyester resin and polymerizable compound in 
a prepolymer composition. Thus, Applicants submit that US'680 in view of US'690 does 
not teach or suggest the prepolymer composition of currently amended claim 5, and 
therefore Applicants submit that currently amended claim 5 is not obvious over US'680 in 
viewofUS*690. 

Additionally, Applicants submit that present claim 6, because it is dependent on 
cuirently amended claim 5, is also not obvious over US'680 in view of US'690. 

Conclusion 

In view of the foregoing amendments and arguments. Applicants respectfully 
request the Examiner to reexamine the claimed subject matter, to withdraw the rejections 
of the claimed subject matter, and to allow claims 1-3 and 5-6 at this time. If, however, 
there remain any open issues which the Examiner believes can be resolved by a telephone 
call, the Examiner is cordially invited to contact the undersigned agent 

Submitted herewith are an Information Disclosure Statement and a Request for 
Continued Examination (RCE), along with authorization to pay the RCE fee of $790. 

No additional fees are believed to be due in connection with the submission of 
this amendment; however, if any such fees, including petition or extension fees, are due, 
the Commissioner is hereby authorized to charge them, as well as to credit any 
overpayments, to Deposit Account No. 18-1850. 
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Respectfully Submitted, 



Rohm and Haas Company 
Independence Mall West 
Philadelphia, PA 19106-2399 



Date: June 29, 2006 



Carl P. Hemenway 
Agent for Applicants 
Registration No. 51,798 
Tel: 215-619-5242 
Fax: 215-619-1612 
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